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DETAILED ACTION 

1 . Applicant's election without traverse of claims 1-9 in the reply filed on 06/20/2006 is 
acknowledged. 

2. Claims 10-23 are withdrawn from further consideration pursuant to 37 CFR 1. 142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 06/20/2006. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 2, 8, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
WO/2001/027146, published April 19,2001 (Cite No. AB on IDS). Claim 9 is drawn to method 
for screening for a modulator of an activity of CCX chemokine receptor (CCX CKR), 
comprising: (a) contacting a cell comprising a recombinant construct encoding CCX CKR with a 
test agent in the absence of a ligand that specifically binds CCX CKR; and (b) determining the 
effect of the test agent on the CCX CKR activity. WO/2001/027146 discloses the CCX CKR 
polypeptide, the encoding polynucleotide, and assay methods which are capable of screening 
compounds that modulate the activity of the CCX CKR both in the presence and absence of 
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known CCX CKR ligands (see pp. 33-38). These teachings are embodied in Claim 29, which 
recites, "A method of identifying a modulator of CCX CKR activity comprising contacting a 
cell expressing a recombinant polypeptide of claim 1 and a test compound and assaying for a 
biological effect that occurs in the presence but not absence of the test compound, wherein a test 
compound that induces a biological effect is identified as a modulator of CCX CKR activity." 
WO/2001/027146 further teaches that a variety of assays can be used to evaluate the CCX CKR 
modulators, including CCX CKR binding assays, CCX CKR signaling assays, chemotaxis 
assays, second messenger levels, i. e., Ca ++ ; cell proliferation; inositol phosphate pool changes; 
and other assays of cellular response (p. 34, lines 13-16). Thus, WO/2001/027146 fully 
anticipates the generic method of instant claim 9 and the measurement of cell proliferation 
(claims 1 and 2). The use of an antibody to modulate CCX CKR activity (as in claim 8) is taught 
in WO/2001/027146 at least at page 29, line 30. 

5. Claims 1, 2, 8, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US2002061522 (Glucksmann et al) y 23 May 2002 (Cite no. AA on IDS). The protein designated 
"2398" (SEQ ID NO: 8) in Glucksmann et al is identical to CCX CKR. Claims 20-22 and 
paragraphs [0043], [0046-0048], and [0382-0387] recite and teach methods of identifying agents, 
including antibodies, that modulate the activity of 2398. Determining the ability of the test 
compound to modulate 2398 activity can be accomplished by monitoring, for example, cell 
signaling, cell growth, or cell differentiation [0387]. Therefore the teachings of Glucksmann et 
al fully anticipate the methods recited in instant claims 1,2,8, and 9. 

6. Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by US 20010016336, 
August 23, 2001 (Ellis; EDS cite no. A5). The protein designated "HFIA041" (SEQ ID NO:2) 
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in Ellis is identical to CCX CKR. Ellis teaches the use of cells expressing HFIA041 to screen for 
compounds capable of stimulation or inhibition of a response at [0080-0087] thereby anticipating 
claim 9. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO/2001/027146, published April 19,2001. As noted above, WO/2001/027146 teaches that a 
variety of assays can be used to evaluate the CCX CKR modulators, including CCX CKR 
binding assays, CCX CKR signaling assays, chemotaxis assays, second messenger levels, i.e., 
Ca ++ ; cell proliferation; inositol phosphate pool changes; and other assays of cellular response (p. 
34, lines 13-16), thus fully anticipating independent claim 1 of the instant application. Various 
endpoints related to cell proliferation, such as cell counts (claim 3), DNA replication (claim 5), 
or expression of cell cycle antigens (claim 6) would be obvious to one of skill in the art, as would 
the use of appropriate controls (claim 7) and the measurement of metabolic activity (claim 4). 

9. Claims 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US2002061522 (Glucksmann et al), 23 May 2002. As noted above, the teachings of 
Glucksmann et al fully anticipate the methods recited in instant claims 1 and 2. Various 
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endpoints related to cell proliferation, such as cell counts (claim 3), DNA replication (claim 5), 
or expression of cell cycle antigens (claim 6) would be obvious to one of skill in the art, as would 
the use of appropriate controls (claim 7) and the measurement of metabolic activity (claim 4). 



Double Patenting 



10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

1 1 . Claims 1-9 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1-3 of U.S. Patent No. 6835547 ( c 547). Although the 
conflicting claims are not identical, they are not patentably distinct from each other because one 
of skill in the art would recognize each of the claimed methods as being an obvious modification 
the other. Instant Claim 9 is drawn to method for screening for a modulator of an activity of 
CCX chemokine receptor (CCX CKR), comprising: (a) contacting a cell comprising a 
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recombinant construct encoding CCX CKR with a test agent in the absence of a ligand that 
specifically binds CCX CKR; and (b) determining the effect of the test agent on the CCX CKR 
activity. Claim 1 of the 4 547 patent ( c 547-1), recites a similar method, except that contacting 
with a test compound is to be done in the presence of a chemokine that binds CCX CKR; several 
chemokines are recited. One of skill in the art would recognize that, while both methods identify 
modulators of CCX CKR activity, the two methods are intended to infer different mechanisms of 
action of the modulator. That is, the instantly claimed method would identify a new agonist or an 
inhibitor of basal receptor activity, whereas the modulator identified in ' 547-1 might act by 
altering receptor-ligand interactions. An investigator interested in mechanisms would logically 
perform the instantly claimed method on any test compound that scored positive in the method of 
'547-1. The '547 patent clearly suggests performing the method either in the presence or absence 
of a chemokine at column 3, lines 21-33; this suggestion is made in the context of determining 
the mode by which compounds interact with CCX CKR (see paragraph bridging columns 2-3). 
12. The '547 patent teaches that a variety of assays can be used to evaluate the CCX CKR 
modulators, including CCX CKR binding assays, CCX CKR signaling assays, chemotaxis 
assays, second messenger levels, i. e., Ca ++ ; cell proliferation; inositol phosphate pool changes; 
and other assays of cellular response (column 25, lines 38-43). This teaching is embodied in 
dependent claims '547-2 and '547-3, which add limitations as to the biological activity that 
indicates CCX CKR activity. Among these is "cell proliferation", which is the recited in instant 
claims 1 and 2. Various endpoints related to cell proliferation, such as cell counts (claim 3), 
DNA replication (claim 5), or expression of cell cycle antigens (claim 6) would be obvious to 
one of skill in the art, as would the use of appropriate controls (claim 7) and the measurement of 
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metabolic activity (claim 4). The use of an antibody to modulate CCX CKR activity (as in claim 
8) is taught in the '547 pate at least at column 22, lines 16 and 17. 

13. Thus, each limitation in the instant claims that is not also found in claims 1-3 of the 6 547 
patent is either obvious to one of skill in the art, specifically suggested in the '547 patent, or 
both. Therefore this instant claims and claims 1-3 of the '547 patent do not recite patentably 
distinct inventions. 

14. Claim 9 is provisionally rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 29 of copending Application No. 1 1 170216. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because instant claim 9 is a species that would anticipate the generic method of claim 1 1 170216- 
29. Instant claim 9 is drawn to method for screening for a modulator of an activity of CCX 
chemokine receptor (CCX CKR), comprising: (a) contacting a cell comprising a recombinant 
construct encoding CCX CKR with a test agent in the absence of a ligand that specifically binds 
CCX CKR; and (b) determining the effect of the test agent on the CCX CKR activity. Claim 

1 1 170216-29 is drawn to a method of identifying a modulator of CCX CKR activity comprising 
contacting a cell expressing a recombinant polypeptide of claim 1 and a test compound and 
assaying for a biological effect that occurs in the presence but not absence of the test compound, 
wherein a test compound that induces a biological effect is identified as a modulator of CCX 
CKR activity. Therefore, the difference between the claims lies in the instant recitation of 
"absence of a ligand that specifically binds CCX CKR". Thus, the instant method is a species of 
the generic method of claim 29. Further, the specific method of claim 9 is an obvious 
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modification of the method of claim 29 for reasons that are analogous to the relationship of 
instant claim 9 and claim '547-1 described above. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Conclusion 



15. No claims are allowed. 

16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. W09933876, Cite No. B3: the provided abstract indicates that a methods related to 
the instant claims are contemplated in the specification. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel C Gamett, Ph.D.,whose telephone number is 571 272 
1853. The examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback can be reached on 571 272 0961. The fax phone number for the 
organization where this application or proceeding is assigned is 571 273 8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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